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Sir: 

remarks. 



RESPONSE TO AN OFF ICE ACTION 

r 

In response to the Office Action dated June 27, 2002, please enter the following 



REMARKS 

Claims 6 and 10-24 are pending in the present application. It is respectfully 
submitted that all of the presently pending claims are allowable, and reconsideration of the 
present appUcation is requested for at least the following reasons. 

I. THE 35 U.S.C.§ 102(b) REJECTION BASED 
ON RITRR SHOUr Tl RE WITHDRAWN 

The Examiner has rejected Claims 15, 20, 21 and 24 under 35 U.S.C. § 102(b) 
as being anticipated by U.S. Patent No. 2,172,045 to Burr et al. (the "Burr" reference). It is 
respectfully submitted that the Burr reference does not anticipate the subject matter of any of 
Claims 15, 20,21 and 24. 
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todependen, claim 15 recites "an end face of 0,0 brush with aplu«U.y of 

-0==:—= 

:lhr.hco„.a.n.theluhricantata.ocaUo,,wh.chisa.lcastoneo.^ 

collecor-sido end face of *e at least one brush, and (b) in or on a parual e„g* of the a, least 
:!b™shhegi™rin.a.*eco,lcctor-sidee„dfaceof.heatleas.onebn.sh,wherctnd,e 

char.clsa.opcna.eachendalon..heco„ec.^^^^^^^^^ 

To reject a claim under 35 U.S.C. § lu^io;, 
..handever.clat.nli.i.a.io„.sidentica^aisclosed.a.,.lepn^^^^ 
<U-ri„ns Clinic & Research Fomdattonv.Genentech, Inc.. liVS.l?.liMl 
arf4S'Thcide„.ic.inventio„,nus.b.show„inasconrpletede.ailasiscoh..^^ 
::cir"M.PX.P.8213..AppUc^.srcspect.U,s.h.it.hatBt,rrdc.snotdtscloseea^^ 

r:::::::::~"arro»re.s. 

, .f.ller3. Howevcr,there.s„odisclosureinB.rr.hatthep,ura,i.ofc^eM 

collector end face (30) are open at each end along .he collector e„d face pOX ^ J -^J 
Claims 1 5 and 20 of the present application In fact. Burr teaches away from Appl,can« 
• , m„l lines30-33 where it is sorted that filler material is "permanentty 
invention m coiumn l, lines :>u jj, vvuv. ^ . j 

„ in fl,e brush body," and in column 4, lines 2-6, where ,t,s stated 
secured in a recess fomredm the brush body, ,„„„f,..„„,M„gfaceofaiebrush, 
that "it is preferred to locate Ae strips close to oppostte edges of the workmg 
LncethisLangementofthelubricatingstripstendstoprovideasmoo*^^^^^^^ 

rfr:rrro:^3isba.ed.oso,ids.a.eand.te^«yun^ 

I bl 1 as intended, the recess 2 is completely filled with a solid matenal, and .t ,s 
Cs*.eforthesoUd-filledrecess2ofBurrtobee,uivalentto.*e^^^^^^^^ 
IgthecollectorendfacetwhichlareopenateachendalongthecoU^tor^fa- 

Furthemrore, to the extent the Examiner relies on F.gure 2 of Burr, the slots 
.ecesses2inFigure2areshownasbeingopen,sinceFigure2showsa„...e™^^^^ 
ofthebrush, prior to the filling oftheslotsiwithplasdccomposttronorfillerJCsee column 
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«. ^ Ooes no, ^n,ai„ — aU, which in «™ mean. aii *e 

However. Burr clearly indica.es «,e in,en. ,o provide slots or r^esses 2 to, 
are«,fe.wi*aplas«chea,Wenablec„mposi,ion. The bnrshbodylis baked rosohd,^ 

Tefr. 3 and provide one or nrore lubricating s«ips extending to the bearrng face. Tbe ne 
!:ri«bHcaLs.Hpsare.te.a,lyuni.ed.od,ebodyofthebr„shM^^^^^^^^ 

^^^i^tPiv filled with the plastic matenal, they 
/: 1 1 ^ Qinrp these slots or recesses 2 are completely tiiiea wun u v 

::tr:r:edas^ves.batareopena.eachenda,ong.heco.— 
^ited in Claims 1 5 and 20. The«fore, Claims 1 5 and 20 are novel and not anttcpated by 

Addittonally, since Burr pursues a completely different manner oflubrication 
0,a.ed plastic,, it would not have been obvious for one sldlled in the ^ to .nodift- the 
invention in an attempt to approximate the subiect matter of Clatms 15 and 20. 

Claims 21 »d 24 depend ftom. and include all the hmrtations of. Clatms 20 and 
15 respectively, and therefore Claims 21 and 24 are likewise not anticipated by Btur. 
• ;t::ere.Blrdoesnotteachthe,.mitationthat.*ecoHec.orKasaplurali.yofgro^^^^ 

^'^■'"'"Tarthla3onsdiscussedabove.„ithdraw.ofthere3ectionu„aer35 
U.S.C. §102 (b) of Claims 15. 20. 21 and 24 is hereby respeetfi.Uy requested. 

.. THir « U S C « 103(a) REJECTION BASED ON BURR 

Cl.msM0.11.14.1M.22and.^^^^^^^^^^^^ 

the following reasons. 

lubricant wherein tire at least one brush contams tite lubricant at least one of: (a) m or on 
"r-s;ee„dfaceofti,eatleas.onebn^.and(b,inoronapartia,l^^ 
ronebrushbegimtingat.hecollec«,r-sideendfaceoftirea.leas.onebrush.wberemthe 
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.n.sh ha. a p,«raU,y of ^oves along .he coUeCor-sMe end face and wher^n the ^ooves are 
open a. each e.d along .he coUec.o,-.de end face." h^dependen. Clai™ .0 ^.tes an end 

• fV,^ ^nA fare wherein the brush has a 

face- and a supply of oil lubricant in an area of the end face . . . , wne 

«ofJoLa,ons.eco„ec»endfacea„dwHe.ein.he.oovesa.eopen.eachend 

along *e coHeCo. end face." «n. Claims U and 20 have been d.^.ed a^v. 

to order for a claim to be rejected for obviousness under 35 U.S.C. § 103(a), 
not only must tte prior art te^h or suggest each element of the claim, the prior art must also 
suggest combiningthe elements in them^ercontemplatedbytheclaim. S^lMto 

296 (1990); fiu^, 910 F. 2d 831. 834 (Fed. Cir. 1990). The Exammer bea. the mttal 
.„,dlnofestabhshingapW../.c,.caseof Obviousness. 5^M.P.E.P. §2142. Toestabhsha 
,nn,a facie case of obviousness, the Examiner must show, a,ia, tha, there .s some 
Iggestion or motivation, either in the references themselves or in the lo^owledge gencr lly 
:lble to one of ordinary slriU in the art. to modily or combine the references arrd tha , when 
so modified or combined, the prior art teaches or suggests all of the claim — - 
M.P.E.P. §2143. Applicants respectMly submit that the Examiner has fatled to estabhsh a 

Rriwa/flcie case of obviousness. 
■ Burrisdirec.edtoab™shlhavingnarrowrecessesorslots2fllledw,ths.Ud 

..ser. or flUer 3. Portal discloses a sliding contact of electric machines where a thin layer of 
a lubricant is spread over commutator 1 via brush 2. However, the combnration of Burr and 
Pcrtail fails to teach or suggest all the limitations of the present claimed inventron of 
independent Claims 5 and 10. to parUcular. the comtonation of Burr and Portad a,ls o e.h 
thatLplurality of grooves (31) along Ute collector end face (30) are ope. at each end along 
the collector end face (30). as recite in Applicants' independent Claims 6 and 10. 
Furthermore, Burr .eacHes ..ay ftom Applicants' claimed invention by stafng «,a Uhe sohd 
finer material is "permanentl, secured inarecess formed inthebrushbody. (column 1. 

lines 30-33), and that "it is prefe^d to locate ,h. strips close to opposite edges of Ute 
workir^g face of the bnrsh, smce this arrangement of d>e lubricatmg strips ^^ to provde a 
smootherridingb^sh." (Column 4. lines 2-6). Therefore. Burr carrot teach or sugges a 

plurality of open ^oves along the collector-side end face, as recited in Clarms 6 and 10. 

Aadi.ionally.theassertedcombina,ionofPor,ailandBnrrisur>warranteds.nc 

the proposed modification would render bo^ the invention of Burr as well as dte mvention of 
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Portail unsatisfactory for their intended purposes. Therefore there is no motivation to make the 
asserted combination of Portail and Burr. Specifically, Applicants note that Burr teaches the 
use of a filler material that is "permanently secured in a recess formed in the brush body," 
(Burr, column 1, lines 30-33), while Portail teaches thin film (1 1) that can be fed through brush 
2. (Portail, column 4, lines 13-15). Thin film (1 1) of Portail cannot be permanently secured to 
the recesses (2) of Burr, as the thin film is a liquid or semi-fluid (Portail, column 2, lines 7-8), 
and the permanently securable filler material (3) of Burr cannot be fed through the brush (2) of 
Portail. Accordingly, the proposed modification would render both the invention of Burr as 
well as the invention of Portail unsatisfactory for their intended purposes. If a proposed 
modification would render the prior art invention being modified unsatisfactory for its intended 
purpose, then there is no suggestion or motivation to make the proposed modification. In re 
Gordon , 733 F.2d 900, 221 U.S.P.Q. 1 125 (Fed. Cir. 1984). Since the proposed modification 
would render both the invention of Burr as well as the invention of Portail unsatisfactory for 
their intended purposes, there is no motivation to make the asserted combination. 

For the foregoing reasons, independent Claims 6 and 10 are allowable over the 
combination of Burr and Portail. Claims 11, 14, 16, 19, 22 and 23 depend firom, and include 
all the limitations of. Claims 10 or 6, and therefore Claims 11, 14, 16, 19, 22 and 23 are 
similarly allowable over the combination of Burr and Portail. 

For at least the reasons discussed above, withdrawal of the rejection under 35 
U.S.C. §103(a) of Claims 6, 10, 11 14, 16, 19, 22 and 23 is hereby respectfiiUy requested. 

III. THE 35 U.S.C. § 103(a) REJECTION BASED ON 
BURR IN VIEW OF PORTAIL AND FURTHER 
IN VIEW OF GRUNEWALD SHOULD BE WITHDRAWN 

Claims 12 and 17 stand rejected under 35 U.S.C. § 103 (a) as being 
unpatentable over Burr in view of Portail and fiirther in view of U.S. Patent No. 3,841,906 to 
Grunewald et aL (the "Grunewald" reference). Applicants respectfiilly submit that this 
rejection should be withdrawn for at least the following reasons. 

Applicants note that Claims 12 and 17 depend from previously-discussed 
Claims 10 and 6, respectively. Furthermore, Applicants note that Grunewald fails to disclose 
a brush wherein the brush has a plurality of grooves along the collector-side end face and 
wherein the grooves are open at each end along the collector-side end face, as recited in 
Claims 6 and 10. Accordingly, since Grunewald does not overcome the deficiencies of Burr 
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and Portail as discussed in section II above with respect to Claims 10 and 6, the combination 
of Burr, Portail and Grunewald fails to render obvious the subject matter of dependent Claims 
12 and 17. 

For at least the reasons discussed above, withdrawal of the rejection under 35 
U.S.C. §103(a) of Claims 12 and 17 is hereby respectfully requested. 

IV. THE 35 U.S.C. § 103(a) REJECTION BASED ON BURR 
IN VIEW OF PORTAIL AND FURTHER IN 
VIEW OF ROGELEIN SHOULD BE WITHDRAWN 

Claims 13 and 18 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Burr in view of Portail and further in view of U.S. Patent No. 4,820,948 to Rogelein et al. 
(the "Rogelein" reference). Applicants respectfully submit that this rejection should be 
withdrawn for at least the following reasons. 

Applicants note that Claims 13 and 18 depend from previously-discussed 
Claims 10 and 6, respectively. Furthermore, Applicants note that Rogelein fails to disclose a 
brush wherein the brush has a plurality of grooves along the collector-side end face and 
wherein the grooves are open at each end along the collector-side end face, as recited in 
Claims 6 and 10. Accordingly, since Rogelein does not overcome the deficiencies of Burr and 
Portail as applied against Claims 10 and 6, the combination of Burr, Portail and Rogelein fails 
to render obvious the subject matter of dependent Claims 13 and 18. 

Independent of the above, Applicants note that Rogelein fails to disclose a dust 
guard for protecting the brush, as recited in Claims 13 and 18. Rogelein merely discloses an 
electric motor 1 having a rubber collar 29 to trap oil 34. The rubber collar of Rogelein cannot 
be construed as teaching or suggesting a dust guard since the only teaching in Rogelein with 
respect to the rubber collar indicates that oil is trapped in the rubber collar to prevent the oil 
from migrating from the bearing to the commutator (see column 2, lines 41-44 and column 3, 
lines 2-6). For this additional reason. Claims 13 and 18 are not rendered obvious by the 
combination of Burr, Portail and Rogelein. 

For at least the reasons discussed above, withdrawal of the rejection under 35 
U.S.C. §103 (a) of Claims 13 and 18 is hereby respectftilly requested. 
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V, THE 35 U.S.C. § 103(a) REJECTION BASED ON BRUHN 
TN VIEW OF PORT AIL SHOULD BE WITHDRAWN 

Claims 6, 10, 1 1, 14-16 and 19-24 stand rejected under 35 U.S.C. § 103(a) as 
being unpatentable over U.S. Patent No. 5,909,077 to Bruhn (the "Bruhn" reference) in view of 
Portail. Applicants respectfully submit that this rejection should be withdrawn for at least the 
following reasons. 

It is respectfully submitted that there is no suggestion in the prior art to modify 
Bruhn with Portail in the manner contemplated by any of independent Claims 6, 10, 15, and 20. 
In In re Lee . 61 USPQ2d 1430 (Fed. Cir. 2002), the Court considered a claim directed to a 
method of automatically displaying functions of a video display device. In rejecting the 
obviousness rejection based on a combination of two references, the Court stated that the 
Examiner's "conclusory" statements regarding motivation to combine "do not adequately 
address the issue of motivation to combine. This factual question of motivation is material to 
patentabiUty, and could not be resolved on subjective belief and unknown authority." Id. at 
1434. According to the Court, the rejection by the Board of the need for any specific hint or 
suggestion in a particular reference amounted to an "[o]mission of a relevant factor" justifying 
reversal. Id- at 1435. The Court further added that the "common knowledge and common 
sense" standard on which the Board relied, "even if assumed to derive from the agency's 
expertise, do not substitute for authority when the law requires authority." Id. 

The Examiner asserts that since Bruhn and Portail are from the same field of 
endeavor, the purpose disclosed by one inventor would have been recognized in the pertinent 
art of the other. However, there is no suggestion in Bruhn or Portail to modify the grooves of 
Bruhn with the lubricant of Portail, to arrive at the claimed subject matter. The purpose for the 
grooves in Bruhn is abrasion resistance and noise reduction. (See Abstract of Bruhn). The 
object of Portail is to provide "improved sliding and rotating contacts for electric machines, 
and in particular commutators and brushes cooperating with these commutators." (Column 1, 
lines 14-17). There is no teaching or suggestion in either Bruhn or Portail conceming reducing 
the deleterious presence of oil lubricant in the electric machine, or of lowering the risk of 
conducting parasitic currents, as described in the present application. (See specification at 
page 3, lines 15-23). According to the Court in In re Lee , the conclusory reasoning of the 
Office Action suggesting the modification of the reference based solely on the identification of 
a common field of endeavor is insufficient to sustain an obviousness rejection. Since there is 
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no suggestion or motivation, either in the references themselves, or in the knowledge generally 
available to one of ordinary skill in the art, to modify or combine the references, the 35 U.S.C. 
§ 103(a) rejection of Claims 6, 10, 15 and 20 should be withdrawn. 

For the foregoing reasons, independent Claims 6, 10, 15 and 20 are allowable 
over the combination of Bruhn and Portail. Claims 11, 14, 16, 19, 22 and 23 depend from, and 
include all the limitations of, one of Claims 6, 10, 15 or 20, and therefore Claims 11, 14, 16, 
19, 22 and 23 are similarly allowable over the combination of Bruhn and Portail. 

For at least the reasons discussed above, withdrawal of the rejection under 35 
U.S.C. §103(a) of Claims 6, 10, 11, 14-16 and 19-24 is hereby respectfully requested. 

VI. THE 35 U.S.C. § 103(a) REJECTION BASED ON 
BRUHN IN VIEW OF PORTAIL AND FURTHER 
IN VIEW OF GRUNEWALD SHOULD BE WITHDRAWN 

Claims 12 and 17 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Bruhn in view of Portail and further in view of Grunewald. Applicants respectfully 
submit that this rejection should be withdrawn for at least the following reasons. 

Applicants note that Claims 12 and 17 depend from previously-discussed 
Claims 10 and 6, respectively. Furthermore, Grunewald fails to remedy the deficiencies of 
Bruhn and Portail as applied against Claims 10 and 6. Therefore, Claims 12 and 17 are 
allowable over the applied references for at least the reasons discussed in connection with 
Claims 10 and 6. 

Additionally, the object of Grunewald is "to provide a method of treating a 
carbon brush blank in which the brush exhibits characteristics of operability at elevated 
temperatures and low humidity with reduced wear rate." (See column 1, lines 56-59). 
Therefore, Grunewald provides no motivation to combine the teaching of Grunewald with the 
noise reduction teaching of Bruhn. Accordingly, the asserted combination of Bruhn and 
Grunewald is improper. 

For at least the reasons discussed above, withdrawal of the rejection under 35 
U.S.C. §103(a) of Claims 12 and 17 is hereby respectfully requested. 
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VII. THE 35 U.S.C. § 103(a) REJECTION BASED ON 
BRUHN IN VIEW OF PORTAIL AND FURTHER 
IN VIEW OF ROGELEIN SHOULD BE WITHDRAWN 



Claims 13 and 18 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Bruhn in view of Portail and further in view of Rogelein. Applicants respectfully submit 
that this rejection should be withdrawn for at least the following reasons. 

Applicants note that Claims 13 and 18 depend from previously-discussed 
Claims 10 and 6, respectively. Furthermore, Rogelein fails to remedy the deficiencies of 
Bruhn and Portail as appHed against parent Claims 10 and 6. Therefore, Claims 13 and 18 are 
allowable over the applied references for at least the reasons stated in connection with Claims 
10 and 6. 

Additionally, the object of Rogelein is "to prevent the lubricant migrating on to 
the commutator segments," (see column 1, lines 46-47). Therefore, Rogelein provides no 
motivation to combine the oil containment teaching of Rogelein with the noise reduction 
teaching of Bruhn. Accordingly, the combination of Bruhn and Rogelein is improper. 

As noted in section IV above, Rogelein fails to disclose a dust guard for 
protecting the brush, as recited in Claims 13 and 18. For this additional reason. Claims 13 and 
18 are not rendered obvious by the combination of Bruhn, Portail and Rogelein. 

For at least the reasons discussed above, withdrawal of the rejection under 35 
U.S.C. § 103(a) of Claims 13 and 18 is hereby respectfully requested. 



VIII. CONCLUSION 

For the foregoing reasons, it is respectfully submitted that the rejection of 
Claims 6 and 10-24 should be withdrawn. 

Respectfully submitted. 

Dated: yyy^yj 2002 Bv: y^^:^^^ ^^ ^^^^^^^^ 

Ri^ard L. Mayer ^ y 

Reg. No. 22,490 ^ ^ 

KENYON & KENYON ^--;;^^^^€Z^ 
One Broadway /t . A^^ * 

New York, New York 10004 2^^/9y J 

(212)425-7200 ^ 
CUSTOMER NO, 26646 
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